5?e 



DEC**** 




jp/ Certificate of Mailing / Transmission (37 C.F.R. 1 .8(a)) 

fereby certify that, on the date shown below, this correspondence is being: 

MAILING 

Deposited with the United States Postal Service with sufficient 
postage as first class mail in an envelope addressed to: MAIL STOP 
PETITION, Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450 



□ 



FACSIMILE 

Transmitted by facsimile to the Patent & Trademark Office 



In the event a fee is required for the filing of the attached 
document(s) or in implementing the addition of new claims or any 
claim amendments, and the required fee is not submitted or the 
fee submitted is incorrect, the Commissioner is hereby authorized 
to charge any additional fees to effect the filing of this 
document(s) or credit any overpayment under 37 CFR 1.16 and 
1.17 to Account No. 50-0983. 




Date 

December 19, 2005 



(type or print name^o/^ersonj certifying) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Examiner: Unknown 
Group Art Unit No: 3626 



Applicant: Rowley, William W. 

Serial No: 10/621,479 

Filed: 15 July 2003 

For: METHOD FOR PROVIDING PERSONALIZED MEDICAL CARE 

MAIL STOP PETITION 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



TRANSMITTAL FOR PETITION TO MAKE SPECIAL 



Transmitted herewith: 



1 . Transmittal Form; 

2. Fee Transmittal and fee by check ($130); 

3. Petition to Make Special; 

4. Information Disclosure Statement 

5. Forms PTO/SB/08A and PTO/SB/08B; 

6. Copies of references cited; and 

7. Return/receipt post card. 



Respectfully submitted, 
BUCKINGHAM, DOOI 



By: 



LFW/mlb 

50 South Main Street 
Akron, Ohio 44308 
(330) 258-6453 
(330) 258-5452 (fax) 

«AK3:802879 vl» 



Louis F. V^/agner 
Registration 




BURROUGHS, LLP 




PT0/SB/17p (11-05) 
Approved for use through 07/31/2007. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 



PETITION FEE 

Under 37 CFR 1.17(f), (g) & (h) 
TRANSMITTAL 

(Fees are subject to annual revision) 

Send completed form to: Commissioner for Patents 
J>.0. Box 1450, Alexandria, VA 22313-1450 


Application Number 


10/671,479 | 


Filinq Date 


15 July ?0m 


First Named Inventor 


Rowley, William W. 


Art Unit 


%26 


Examiner Name 


Unknown 


Attorney Docket Number 





Enclosed is a petition filed under 37 CFR 1 • 17(h) that requires a processing fee (37 CFR 1.17(f), ^ 
(g), or (h)). Payment of $130*00 \ s enclosed. 

This form should be included with the above-mentioned petition and faxed or mailed to the Office using the appropriate Mail Stop 
(e.g.;* Mail Stop Petition), if applicable. For transmittal of processing fees under 37 CFR 1. 17(i),'see form PTO/SBI17L 

Payment of Fees (small entity amounts are NOT available for the petition fees) 

[H The Commissioner is hereby authorized to charge the following fees to Deposit Account No. 50-0983 . 

O petition fee under 37 CFR 1 .17(f), (g) or (h) 0 any deficiency of fees and credit of any overpayments 
Enclose a duplicative copy of this form for fee processing. 

[gl Check in the amount of $ 13 0.00 j s enclosed. 

Q Payment by credit card (Form PTO-2038 or equivalent enclosed). Do not provide credit card information on this form. 



Petition Fees under 37 CFR 1.17(f): Fee $400 Fee Code 1462 

For petitions filed under: 

§ 1.36(a) - for revocation of a power of attorney by fewer than all applicants 
§ 1.53(e) - to accord a filing date. 
§ 1.57(a) - to accord a filing date. 

§ 1.182 - for decision on a question not specifically provided for. 
§ 1.183 - to suspend the rules. 

§ 1 .378(e) - for reconsideration of decision on petition refusing to accept delayed payment of maintenance fee in an expired patent. 
§ 1.741(b) - to accord a filing date to an application under § 1.740 for extension of a patent term. 



Petition Fees under 37 CFR 1.17(g): Fee $200 Fee Code 1463 

For petitions filed under: 

§ 1.12 - for access to an assignment record. 

§ 1.14 - for access to an application. 

§ 1.47 - for filing by other than all the inventors or a person not the inventor. 

§ 1 .59 - for expungement of information. 

§ 1.103(a) - to suspend action in an application. 

§ 1 .136(b) - for review of a request for extension of time when the provisions of section 1 .1 36(a) are not available. 
§ 1.295 - for review of refusal to publish a statutory invention registration. 

§ 1.296 - to withdraw a request for publication of a statutory invention registration filed on or after the date the notice of intent to publish issued. 

§ 1 .377 - for review of decision refusing to accept and record payment of a maintenance fee filed prior to expiration of a patent. 

§ 1.550(c) - for patent owner requests for extension of time in ex parte reexamination proceedings. 

§ 1.956 - for patent owner requests for extension of time in inter partes reexamination proceedings. 

§ 5.12 - for expedited handling of a foreign filing license. 

§ 5.15 - for changing the scope of a license. 

§ 5.25 - for retroactive license. 



Petition Fees under 37 CFR 1.17(h): Fee $130 Fee Code 1464 

For petitions filed under: 

§ 1.19(g) - to request documents in a form other than that provided in this part. 
§ 1 .84 - for accepting color drawings or photographs. 
§ 1.91 - for entry of a model or exhibit. 
§ 1.102(d) - to make an application special. 
§ 1.138(c) - to expressly abandon an application to avoid publication. 
§ 1.313 - to withdraw an application 
§ 1.314 - to defer issuance of a pp 




Registration No., if applicable 



This collection of information is required by 37 CFR 1.17. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to take 5 minutes 
^complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief 
Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES 
OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2. 




Certificate of Mailing / Transmission (37 C.F.R. §1.8(a)) 

I hereby certify that, on the date shown below, this correspondence is being: 

MAILING FACSIMILE 

Deposited with the United States Postal Service with sufficient I I Transmitted by facsimile to the Patent & Trademark Office 
postage as first class mail in an envelope addressed to MAIL STOP 
PETITION, Commissioner for Patents, P.O. Box 1450, Alexandria, 
VA 22313-1450. 



In the event a fee is required for the filing of the attached document(s) Signature L J Date 

or in implementing the addition of new claims or any claim "\ , *J^£L-~*^ o lie I — - 

amendments, and the required fee is not submitted or the fee submitted I ^-y * H / frroa 

is incorrect, the Commissioner is hereby authorized to charge any Louis F Waea^f" \ 19 December 2005 

additional fees to effect the filing of this document(s) or credit any (type or print of perso\ertifying) 
overpayment under 37 CFR 1 . 1 6 and 1 . 1 7 to Account No. 50-0983. \* 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Applicant: Rowley, William W. Examiner: Unknown 

Serial #; 10/621,479 Art Unit: 3626 

Filing Date: 1 5 July 2003 Date: 1 9 December 2005 

Title: Method for Providing Personalized Medical Care 



PETITION TO MAKE SPECIAL UNDER MPEP §708.02(VIII) 

The Applicant hereby submits this Petition To Make Special, together with a check in the 
amount of $130.00 for the fee set forth in 37 C.F.R. §1. 17(h), and an Information Disclosure 
Statement, accompanied by Forms PTO/SB/08A and PTO/SB/08B. 

The Applicant states that a pre-examination search was made of literature related to the 

offering of services of personalized health care and medical services described in the application. 

Such search extended to scientific and medical literature in the field of health care as well as the 

World Wide Web. In addition, a search was made of the United States Patent and Trademark 

Office databases of issued patents and published patent applications, as well as the European 

Patent Office database of patents and the Canadian Intellectual Property Office database of 

Canadian patents. 

12/23/2005 SSESHE1 00000021 10621479 

01 FC:1464 130.00 OP 



DETAILED DISCUSSION OF THE REFERENCES 
The present claims relate to a method for providing personalized medical care from 
healthcare facilities chosen by a quantitative rating system for a group of members. 

The enclosed forms PTO/SB/08A and PTO/SB/08B list seven references with related 
subject matter to that encompassed in the claims of the present patent application. Reference 1, 
listed on PTO/SB/08A, is a published patent application regarding a system and method for 
delivering integrated health care encompassing a combination of alternative medicine experts, 
allopathic specialists, and varying other medical coordinators and advisors. Reference 2, also 
listed on PTO/SB/08A, is a published patent regarding a method and system for providing a user- 
selected healthcare services package and healthcare services panel, customized based on a user's 
selections. Reference 3 on PTO/SB/08A, is a published patent regarding a system and method of 
collecting and populating a database with physician and patient data for processing to improve 
practice quality and healthcare delivery. References 4-5 are listed on Form PTO/SB/08B, and 
are journal articles published in the MGM Journal of the Medical Group Management 
Association. The articles discuss the emerging niche marketing opportunity of providing 
personalized medical services to the affluent. References 6-7, also listed on Form PTO/SB/08B, 
are websites operated by two organizations that provide personalized medical services to 
executives, dignitaries, and other affluent people. 

Reference 1, US Published Patent Application 2002/0194022 Al, listed on Form 
PTO/SB/08A, was published on December 19, 2002. The reference proposes a system and 
method for delivering integrated health care to a patient, which may include a site coordinator 
that creates a health portfolio for the patient, a nurse practitioner that answers questions raised by 
the patient, one or more allopathic specialists, a complementary-alternative medicine manager 
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and complementary-alternative medicine specialists, and a physician that reviews the health 
portfolio. The nurse practitioner manages the allopathic specialists and the complementary- 
alternative medicine manager manages the complementary-alternative medicine specialists. A 
site coordinator is responsible for overseeing the relationships with the diagnostic and laboratory 
facilities, compiling medical records into a centralized system, preparing health portfolios, and 
working with the team to access the clinicians relevant to the care of the patient. 

There are significant differences between the method and system described in the 
published patent application listed as Reference 1 and the current patent application for the 
Method for Providing Personalized Medical Care. The prior art teaches a system and method 
related to delivering integrated health care to a patient, and provides for a system focused 
primarily on non-conventional medical care comprised of allopathic specialists, complimentary- 
alternative specialists, and certain embodiments which encompass other non-traditional 
specialists such as behavioral health specialists, Chinese medicinal specialists, and energy work 
specialists. The present application for the Method for Providing Personalized Medical Care 
focuses on superior traditional hospitals and medical facilities, such as world renowned hospitals 
that are able to provide exemplary specialists and state of the art medical technology. Also, the 
prior art provides a nurse practitioner and site coordinator to manage and facilitate the other 
members of the patient's medical team, while the current patent application provides for one 
dedicated staff member at each hospital to act as a central facilitator between the medical facility 
and the member patient. 

Differences also exist in the process for determining membership and the participating 
medical providers. The referenced published patent application teaches of no membership 
requirement or other discerning factors for limiting membership. The claims of the current 
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patent application limit the services provided by the method to members whom are charged a 
membership fee. Reference 1 also does not teach of any quantitative method for choosing the 
individual medical providers offering services besides the area of practice of the individual 
provider. The current patent application provides for choosing of the medical facilities offered 
by the method to be based upon at least one quantitative rating system, where approximately the 
top 20%, for example, of facilities ranked in the rating system will be chosen. 

There are also differences in the review and evaluation of the patient's experience with 
the program implemented by the method and systems described in the patent applications. The 
prior art appearing as Reference 1 provides a system of ongoing, continuous, preventative health 
management with no quantitative method for evaluating the patient's experience with the 
medical providers or system as a whole. The current patent application provides a system for 
evaluating each experience with a provider, and using those evaluations to request donations for 
exceptional medical facilities and gifts for the exemplary doctors and other individuals that 
assisted in high quality service to the patient. 

The teaching of the prior art and the pending independent claims of the application at 
issue include distinctions in the category of care provided (traditional versus alternative) as well 
as the method of managing the members of the system. Distinctions also exist in the 
determination of inclusion of members as well as the inclusion of medical providers and 
facilities. The evaluation and follow up of members receiving care through the method also 
differ between the prior art and the current patent application. 

Reference 2 is a US patent which was issued on May 1 1, 2004, and filed on November 4, 
1999. The patent pertains to a method and system for providing a user-selected healthcare 
service package and healthcare service panel customized based on the user's selections. The 
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system provides for a central server to store and process data and runs on a central internet site. 
The patient user could log on to the central internet site and using personal and financial 
identifiers, characteristics, and restrictions as well as geographic limitations, choose a panel of 
doctors and health care advisors to oversee the patient's healthcare. From the panel of 
physicians and other health care advisors, recommended health care service providers (insurance 
providers, PPO's, HMO's, etc.) are provided to the patient for their choice of an umbrella health 
policy. 

Many distinctions exist between the above referenced patent and the current patent 
application at issue for the Method for Providing Personalized Medical Care. The central patient 
interface in the referenced patent is an internet website that is run by a centralized server. The 
present patent application provides for a dedicated staff member to act as the main patient point 
of contact for the medical facility utilized by the patient. Maximum patient comfort and human 
contact is provided, rather than a non-human central interface as provided for in the issued 
patent. The dedicated staff members are responsible for handling any member concerns and 
facilitating their visit at the medical facility. The central internet interface of the referenced 
patent is only responsible for handling the transfer of information between the user and the 
service. 

Another distinction exists in the type of medical facilities that are offered through the 
methods. The referenced patent offers a comprehensive list of health care facilities and doctors 
based on factors such as location, cost, and specialty. Quality of performance of the facility or 
doctor is not taken into account. The patent application at hand uses a quantitative rating system 
to rank the facilities, and only admits the top approximately 20%, for example, as providers 
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through the method. The patent application also requires membership to utilize the service, 
while the referenced patent makes no mention of required membership. 

The purpose of the methods and services also differs. The purpose of the referenced 
patent application is to assist the user in quickly obtaining medical services within their budget at 
a convenient location. The patent application at issue intends to provide a service that allows 
people to obtain high quality health care individualized for their specific needs, while building a 
mutually beneficial relationship between the member and the health care provider. The method 
prescribed by the patent application at hand is very interactive and facilitates appointments and 
contact between the medical provider and member. The referenced patent merely exchanges the 
information of the medical provider to the user and the method's involvement ceases after the 
initial information has been exchanged, while the method described by the patent application in 
question provides for continued close involvement with the relationship between the health care 
provider and the member patient. 

There are many distinctions made by the claims of the patent application at hand which 
differentiate the application from the teaching of the referenced patent. The patent application 
for the Method for Providing Personalized Medical Care claims a quantitative method for 
choosing the associated healthcare facilities, wherein approximately the top 20%, for example, of 
a quantitative rating system will be chosen for participation in the method. The above referenced 
patent provides no quantitative method for choosing participating healthcare facilities based on 
quality, or any other method. Yet another distinction lies in the fact that the patent application 
claims that donations will be solicited from satisfied members, after an evaluative survey. The 
referenced patent does not teach of any evaluation or contact with the patient following the 
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patient's care. Distinctions also lie in the central contact point between the patient and the 
medical provider. 

Reference 3, US Patent 6,151,581 was issued on November 21, 2000 and filed on 
December 16, 1997. The patent describes a system and method of collecting and populating a 
database with physician and patient data for processing to improve practice quality and 
healthcare delivery. The invention was designed for use in a large network of physicians and 
provides a system for acquiring, managing, analyzing and summarizing patient clinical care 
information. The system and method involves a series of evaluations regarding the reason 
medical treatment was sought, the treatment that was prescribed as well as the diagnosis, and 
patient satisfaction with the care the patient received at the medical facility. The participating 
medical facilities will then be issued reports of patient satisfaction, disease profiles, and 
treatment profiles for continual improvement of their services. 

The method described by the above mentioned patent offers limited services related to 
portions of the services offered by the patent application at issue. The application at issue offers 
a much broader scope of services, including quantitative methods for choosing high quality 
medical facilities for participation, membership of participants, matching of medical facilities 
with participant patients depending on the circumstances and situations of the members, 
facilitation of the interaction between the member patient and participating medical facility, 
evaluation of the interaction between the member patient and participating medical facility, and 
solicitation of donation from the satisfied member to the responsible medical facility to foster 
mutually beneficial relationships between the member and the medical facility. The referenced 
patent application does not offer any method for choosing or facilitating a visit with a healthcare 
facility, and only offers limited evaluation services which include evaluation of the satisfaction 



7 



of patients with the facility, however the evaluation in the referenced patent serves to increase 
the quality of care provided by the facility. The satisfaction evaluation by the method of the 
application at issue is to determine satisfaction level of the patients to determine the 
appropriateness of soliciting donations and to evaluate the status of the medical facility as a 
participant in the program. The present application promotes a much stronger relationship aspect 
between its member patients and participating medical facilities, while the referenced patent has 
little or no contact with the patients, besides the evaluation sheets that are completed. The 
referenced patent only has interaction with the physicians and medical facilities, as they are the 
true customer of the method disclosed by the referenced patent. 

There are claimed distinctions between the two methods described above. The patent 
application at issue claims a much broader scope of participation in the healthcare process of the 
member than the referenced patent claims. The distinctions in the claims of the current 
application and the teaching of the referenced patent include differences in qualification of 
medical facilities and members to participate in the method. There are also differences in the 
level and purpose of services offered, as well as large differences in the scope of services 
offered. A distinction also exists in the contact method for the patient and medical facility. The 
present patent application claims a dedicated staff person to act as a facilitator between the 
medical facility and the patient while the referenced patent does not teach of any central 
facilitator. 

References 4-5 listed on Form PTO/SB/08B are journal articles published in the MGM 
Journal of the Medical Group Management Association, which discuss the emerging niche 
marketing opportunity of providing personalized medical services to the affluent. The articles 
highlight a fictitious illustrative business, named Individual Care, or I-Care. The fictitious I-Care 
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provides individual health and medical services to affluent individuals based on relationship 
marketing. A patient manager will be assigned to each patient and will be responsible for the 
relationship with the patient, scheduling, and facilitating with the physicians and other facility 
employees for services for the patient. The facilities will have a boutique style environment, the 
patient will not spend time waiting, and the doctors will spend twice the time meeting with the 
affluent patient as the would an average patient. 

Patentable differences exist between the fictitious company, I-Care's, method of business 
and the method described in the current patent application. I-Care provides medical facilities 
which are affiliated with a free-standing or university affiliated parent health provider, but have a 
separate location. The current patent application's method provides for a service that would 
offer a variety of exemplary medical facilities, allowing the member to be treated by the facility 
best suited for their needs and situation. The Method for Providing Personalized Medical Care 
calls for a quantitative system for choosing exemplary hospitals and medical facilities instead of 
limiting members to one hospital or medical center. With the method prescribed by the current 
patent, most commonly, treatment would occur in the facility, and not at a separate location. 

Differences also exist in the method of payment and relationships involved through the 
method. I-Care's method obtains payment through a service fee system, and operates as a profit 
center for the parent hospital. The method in the patent application at issue operates on 
membership fees and encourages donations from members to be given to hospitals that have 
provided exemplary services, after a evaluative survey is completed concerning the quality of 
care received by the member. Relationships between the members and the medical facility are 
fostered, creating a beneficial situation for all parties, rather than acting as a profit center for any 
particular medical facility. 
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In the present patent application for the Method for Providing Personalized Medical Care, 
there are distinctions from the above referenced journal articles in the pending independent 
claims. A quantitative method for choosing the associated healthcare facilities, wherein 
approximately the top 20%, for example, of a quantitative rating system will be chosen for 
participation in the method. The abovementioned journal articles do not have a quantitative 
method for choosing participating healthcare facilities, and in fact limit their members to one 
specific healthcare facility. Distinctions also exist in the method of payment for the services 
provided by the methods in the patent application at issue and the referenced journal articles. 
The patent application claims that donations will be solicited from satisfied members, after an 
evaluative survey, as compared to the journal article which operates their method solely on a for 
fee basis as a profit center with no mention of evaluation methods upon completion of care. 

The final two references, Reference 6-7, listed on Form PTO/SB/08B are websites for 
two services that offer individualized medical care for executives and other affluent people, 
named The Executive Registry and PinnacleCare. The Executive Registry is run by New York- 
Presbyterian University Hospital of Columbia and Cornell and offers personalized access to 
medical care at a network of medical centers around the world. The Executive Registry caters to 
traveling executives. PinnacleCare is a service offering continuous medical and health care 
support. PinnacleCare provides patient advocates that accelerate access to physicians, research 
treatment options, and manage healthcare paperwork and appointments. 

The invention at hand meets many needs unaccounted for by either Executive or 
Pinnacle. The Executive and Pinnacle services offer support staff that is only available remotely, 
and do not have personal contact with the patient. The present application provides one 
dedicated staff person at each involved medical facility for the support of each member patient 
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receiving the medical facility's services. The Executive and Pinnacle services charge a 
membership based fee. The present invention charges a membership based fee, but also requests 
donations from members for exemplary service from a medical facility to the member. The 
Executive and Pinnacle services exist merely to provide a service to the member and do not 
promote relationships between the members and medical providers. Executive specifically caters 
to traveling executives that do not have the time or the ability to utilize and build a relationship 
with one single medical facility. The services cater towards convenience of the member 
receiving health care wherever they are traveling rather than ensuring competent and individual 
health care for the member's unique situation. The method of the application at hand exist to 
provide both a service to the member as well as foster relationships between the members and 
medical service facilities that are mutually beneficial. 

The Method for Providing Personalized Medical Care, the present patent application, 
claims numerous distinctions from the referenced companies' websites and their services. It is 
claimed that at least one dedicated staff person will be provided that is at least partially supported 
by the membership provider that is exclusively dedicated to the member and is an employee of 
the healthcare facility. This differs from the websites' method of providing member advocates 
that are available from a centralized facility and do not have an association with any specific 
healthcare facility. It is also claimed in the pending application that donations will be solicited 
from satisfied members, after the care and evaluation of the healthcare facility the member 
utilized, promoting mutually beneficial relationship between the member and the healthcare 
facility. The referenced website's method operates on a fee basis and does not solicit donations, 
or promote a relationship between the member and healthcare facility. 
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The present invention meets many industry needs that were not previously met with prior 
art. There are claimed patentable differences between the current application and prior art in the 
field, such as the method of quantitatively choosing participant healthcare facilities, requiring 
membership of patients, providing a dedicated staff person, evaluating services provided by the 
healthcare facilities, soliciting donations from satisfied members, and promoting mutually 
beneficial relationships between the healthcare provider and member. Enclosed are copies of the 
above mentioned literature. 

Respectfully submitted, 
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